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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)D This action is FINAL. 2b)E3 This action is non-final. 
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5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^16 is/are rejected. 
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1 . Claims 1 -16 are rejected under 35 U.S.C. 1 12 5 second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

A. It is unclear if "organic or inorganic surface-active" is intended to modify all of the 
members of the Markush group of claim 1 or only the sulfate compounds. 

B. It is unclear what is encompassed by the abbreviations of the instant claim 7. 

2. Claims 1-16 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for the derivatives described in the instant specification 
(Wands factor G), does not reasonably provide enablement for all of the encompassed 
"derivatives". The specification does not enable any person skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention commensurate in 
scope with these claims. 

A. The instantly claimed "derivatives" read on an infinite number of compounds resulting 
from the potentially infinite number of derivations which can be performed on the recited 
compounds. It is noted that water and carbon dioxide are "derivatives" of the recited compounds 
of claims 1, 6, and 7 derived from pyrolysis of the claimed compounds in oxygen. In re Wands 
has 8 criteria, (MPEP 2164.01(a)), as shown below. 

(A) The breadth of the claims; 

(B) The nature of the invention; 

(C) The state of the prior art; 

(D) The level of one of ordinary skill; 

(E) The level of predictability in the art; 
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(F) The amount of direction provided by the inventor; 

(G) The existence of working examples; and 

(H) The quantity of experimentation needed to make or use the invention based on the content of 
the disclosure. 

It is noted that the instant claims read on all potential derivatives of the recited compounds which 
encompasses an infinite number of compounds (Wands factor A). The specification does not 
describe how to make all such derivatives nor how to select those derivatives from the infinite list 
thereof which will function as required in the instant invention (Wands factors F, G). It would 
require an infinite amount of experimentation to determine how to make all of the derivatives 
encompassed by the instant claims and another infinite amount of experimentation to determine 
which of these derivatives would function in the instantly claimed invention as required (Wands 
factor H). Chemistry is an unpredictable art (Wands factor E). The ordinary skilled artisan has not 
imagined nor figured out how to make all of the derivatives encompassed by the instant claim of 
"derivatives" yet (Wands factors C, D, E, F, G ? and H). The enabling disclosure is not 
commensurate with the full scope of the claimed "derivatives". 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. The. following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-16 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 
99/46349 Lappalainen et al..- 

Lappalainen discloses a foamed resin adhesive containing the instantly claimed ingredients in 
the instantly claimed amounts at the abstract; page 3, lines 15-32; page 4, lines 1-32, particularly 
3-5, 10-12, 14-17; and the remainder of the document. The temperature of the instant claim 16 is 
not disclosed. However, it is not seen that this temperature makes an adhesive which is different 
that that described by Lappalainen. The surfactants of Lappalainen are derivatives, at least 
theoretically, of the compounds recited as the instantly claimed surfactants. 

6. Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
99/46349 Lappalainen et aL 

Lappalainen discloses a foamed resin adhesive containing the instantly claimed ingredients in 
the instantly claimed amounts at the abstract; page 3, lines 15-32; page 4, lines 1-32, particularly 
3-5, 10-12, 14-17; and the remainder of the document. The temperature of the instant claim 16 is 
not disclosed. However, it is not seen that this temperature makes an adhesive which is different 
that that described by Lappalainen. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to use the instantly claimed ingredient combinations and amounts thereof because they 
are encompassed by the reference and would have been expected to give the properties disclosed 
by Lappalainen. It would have been obvious to one of ordinary skill in the art at the time of the 
instant invention to use the instantly claimed surfactants of the instant claims because the 
instantly claimed surfactants are well known and commercially available surfactants which are 



> 



Application/Control Number: 10/549,544 



Page5 



Art Unit: 1714 

encompassed by the generic disclosures of the reference (page 4, lines 3-5) which would have 
been expected to give the surface active effect required of the surfactants of the reference. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick D. Niland whose telephone number is 571-272-1 121. The 
examiner can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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